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attempt to diver: safes from other com- 
petitors who manufactured a Jess iden- 
tifiable product. [Fruehauf] deliberately 
fed upon the identification factors which 
were intentionally designed into the 
Comhusker 800 trailer by [TESCO : s J 
president. Wilfulness and bad faith are 
clearly shown by the evidence of this case. 

This finding is supported by the facts, 
hudu'ii i i i i i 1 ' " i "\ ir\ 

aspects of the exterior design of the 
Comhusker 800. copied exactly not only the 
superior functional qualities of the TESCO 
trailer but also the exterior physical 
characteristics by which that, good reputa- 
tion was known to the purchasing public. It 
not only sought arid received the benefits of 
TESCO's goodwdf but. by coupling the 
latter s reputaiion with its own well-known 
name, set upon a source of conduct which, 
in practical effect, would destroy the good 
reputation of TESCO ' The award of only- 
twenty percent of Fruehauf s profits \% clear- 
ly inadequate to ensure that similar conduct 
wiil not reoccur in the future 

Moreover, given the bad faith conduct of 
Fruehauf and the potentially devastating 
effect that condui t had on its weaker com- 
petitor. TESCO, we are hesitant to limit the 
award: on the basis of the fine-tuned results 
of a post-infringernent market survey. The 
decision to purchase a product, while usual- 
ly justified by the objective criteria of perfor- 
mance, is often predetermined by the sub- 
jective factor of the product's good reputa- 
tion previously existent in the marketplace. 

Accordingly, the judgment and order of 
the District Court us affirmed except as to 
the recovery of profits. As to that, the cause 
is remanded for entry of lodgment in that 
amount which will award TESCO ah of 
Fruehauf 's profits from sales of the trailers 
copied from the Comhusker 800 and 
trade-ins taken as part of the purchase price 
in the sale of those trailers in Nebraska, 
Iowa and Minnesota during the period of in- 
fringement. 
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Court of Customs and Patent Appeals 
In re Wertheim, et al. 
No. 75-536 Decided Aug. 26, 1976 

PATENTS 

1. Applications for patent — Continuing 

(It 5.3) 

Patentability — Anticipation — Carry- 
ing date back of references (§51.203) 

Patentability — Anticipation — 
Patents — In general (§51.2211) 

Specification — Sufficiency of dis- 
closure (§62.7) 

Claims are entitled to filing dates of 
parent application under 35 U..S.C 1 20 and 
foreign application that was filed less than 
one vear before parent application under 35 
U.S'.C. 3 19 if parent and foreign 
applications comply with 35 U.S.C. 132, 
first paragraph, including description re- 
quirement", as to claums' subject matter. 

2. Foreign patents (§38.) 

Patentability — Anticipation — Carry- 
ing date back of references (§51.203) 

Soecification — - Sufficiency of dis- 
closure (§62.7) 
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application describe and seek protection lor 
broadly same invention as described in U.S. 
application claiming its benefit, 

3. Court of Customs and Patent Appeals 

— Issues determined — In general 
(§28.201) 

Court of Customs and Patent Appeals 

— Issues determined — Ex parte 
patent cases (§28.203) 

Court of Customs and Patent Appeals, in 
interests of judicial economy, declines en- 
treat)'- to determine whether decision's 
broad rule is still valid, since stated issue is 
dispositive regardless of decision's validity 
in its own factual setting; court need not 
separately decide sufficiency of parens OS. 
application of applicants who must have 
benefit of their foreign application, which 
contains disclosure regarding limitations 
that is virtually identicaf to parent 
application's, to antedate reference patent. 

4. Specification — Sufficiency of dis- 
closure (§62.7) 

Description requirement's function is to 
ensure that inventor possessed, as of fifing 
date of application relied on, specific subject 
matter later claimed by him, but how 
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specification accomplishes this is not 
material; application need not describe 
claim limitations exactly, but only so clearly 
that persons of ordinary skiii in art will 
recognize from disclosure that applicants in- 
vented processes including those limitations. 

5. Amendments to patent application — 
In general (§13.1} 

Specification — Sufficiency of dis- 
closure {§62.7) 

Primary consideration, in determining 
whether application describes claim 
limitations sufficiently clearly that persons 
of ordinary skill in art will recognize from 
disclosure that applicants invented 
processes including chose limitations, h fac- 
tual and depends on invention's nature and 
amount of knowledge imparted to those 
skilled in art fay disclosure; broadly ar- 
ticulated rules arc particularly inap- 
propriate in this area; mere comparison of 
ranges is not enough, nor are mechanical 
rules substitute for analysis of each case on 
its facts to determine whether application 
conveys to those skilled in art information 
thai applicants invented claims' subject 
matter; court must decide whether inven- 
tion applicants seek to protect by their 
claims is part of invention they described as 
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paragraph, "particularly pointing out and 
distinctly claiming the subject matter which 
the applicant regards as his invention" dfies 
not prohibit applicant from changing what 
he regards as invention, or subject matter on 
which he seel i oiccti d inng 

6. Patentability — Anticipation — 
Carrying date back of references 
(§51.203) 

Pleading arid practice in Patent Office 
— Rejections (§54,7) 

Specification — Sufficiency of dis- 
closure (§62.7) 

As in cases involving section 112 enable- 
ment requirement, Patent and Trademark 
Office has initial burden of presenting 



evidence pf reasons why persons skilled in 
art would not recognize in disclosure 
description of invention defined by claims; 
pointing to fact that claim reads on em- 
bodiments outside description's scope 
satisfies burden, so that applicants whose 
claim recites solids content range of "at least 
3i>%" and whose foreign application 
described 25-60% range have burden of 
showing that 60% upper limit of solids con- 
tent described is inherent in claim's limita- 
tion ''at least 35%"; it is immaterial in ex 
parte prosecution whether same or similar 
claims were allowed to others. 

7. interference — Interference in fact 
(§41.40) 

Specification — Claims as disclosure 
(§62.3) 

Specification — Sufficiency of dis- 
closure (§62.7) 

Originally filed claim in appealed 
application is its own written description; 
disclosure of patent issued after applicants' 
foreign application is not evidence of what 
those skilled in art considered conventional 
at lime foreign application was filed for Sec- 
tion 112 purposes; fact that claim's limita- 
tion is not material does not matter when 
limitation is copied; immateriality excuses 
ortiy failure to copy patent claim's limita- 
tion. 

8. Specification — Sufficiency of dis- 

closure (§62,7) 

There is important practical distinction 
between broad generic chemical compound 
inventions in which each compound within 
genus is separate embodiment of invention, 
and invention in which range of solids con- 
tent is but one of several process 
parameters, broader range does not 
describe narrower range where broad 
described range pertains to different inven- 
tion than narrower and subsumed claimed 
range. 

9. Patentability — Anticipation — 

Carrying date back of reference 
(§51.203) 

Pleading and practice in Patent Office 
— Rejections (§54.7) 

Specification — Sufficiency of dis- 
closure (§62.7) 

Fact that applicants'' foreign application 
describes invention as employing solids con- 
tents within 25-60% range along with 
specific embodiments of 36% and 50% 
warrants conclusion, in context of process 
for making freeze-dried instant coffee from 
concentrated coffee, that persons skilled in 



to satisfy 35 U.S. C 11 2 descrioPo'ti req r' 
"" ' - .i-i" ;, ,i„„ ( t " ' ," "' " 
rfut c mien 1 ,i>,„ n is r it 3e ? nbed , 

, L " r ^ ii.iii i ,,,, lt . 

Pleading and practice in Patent Office 
— Rejections (§54.7) 

Specification — Sufficiency of dis- 
closure (§62.7) 

New matter rejection res tin* on Fire-" 
nd Tradema Oft 
application as filed die , i d. r, „ , t 

'- '' a,;!a!Tl01!nl 10 rejection on .Vf- t r S (' 
merit P ar *S ra P' h . description, require- 

11. Patentability — Anticipation - in 
general (§53.201) 

Patentability - Invention - I» 
general (§51.501) 

Pleading and practice in Patent Office 
— Rejections (§54.7) 

, P isc ' osure in P r ior art or any value within 
oatrned range , S anticipation of claimed 
,.igr. .,n ;J; ,, t r ,, (:c; , !W ; , rc , irdt( , 5 

L , SC " b rather than i 02 requires ! 

5 ir " - etiit-r appficsr, „ , t , d 
[■' rM " otr d'Miea to different 

!'. ;,P''- ,t& rtRC wncmer persons of ordinary 
s Pi in art ivnuld not look to reference 
<'. a ' e "' s gf'anaparcnt application 'or so'u. 
n... to problem addressed by appiieams 
12. Patentability — Invention — In 
general (§53.501) 



" 1 ' ' ' ' 1 Jt ^ ' 

of obviousness made " P V ' 
posing instantaneous freeing, absent 
showmg thai on); their claimed breri'n.. 
time produces coffee of pleasant dark eoior" 
15. Patentability — Invention — In 
genera! (§53.501) 
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ent application (§51.219) 
Specification — In general (§62.1) 

Applicants' disclosure may not be used 
gainst them as pii rt absent adn, 
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17. Claims - Article defined by process 
of manufacture (§20.15) 
Patentability _ Invention - In 

general (§51.501) 
Court of Customs and Patent Actuals 
process j.m nations j, V ei « 
linguish apparatus claims' subject' matter 

38- Patentability - Anticipation - 
Patents — In general (§51.2211) 

* rm \. a v Pa'ems are ;o be viewed for what 
• , discl " ss i)i their entireties and not 
merely for their inventive contributions 'to 
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processes for making them, is what must be 
gauged in light of prior art; fact that some 
products covered by applicant** product-.- 
by-process claims may not be suggested bv 
reference patent '? grandparent application 
that completely discloses other subject 
matter embraced by applicants' claims is 
not. relevant to patentability, complete dis- 
closure in prior art being epitome of ob- 
viousness; fact that applicants do not con- 
tend that they could not understand basis 
tor rejcctiot: because n! Paten: an;: 
, idem rk Offset failure t 
reasons for its action under 35 0.S.C. 132 
and explanations given by examiner' and 
Board of Appeals were legally ample under 
«;< t i n wart nts > tciusion that > urns thai 
were allegedly improperly grouped with 
other claims were subject of proper rejec- 



entttled "Drying Method.'" The appeal on 
claims 3. 5, 36. and 39 has been withdrawn, 
arid as to these claims it is. therefore, dis- 
missed. As to the remaining claims, we af- 
firm in part and reverse in part 

The Invention 

Appellants ' invent .on tensers around a 
process for niakme freeze- dried instant 
coffee. Claims 1, 6. 3(1 and 40 are il- 
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This appeal is from -he decision of the 
Patent and Trademark Office (PTO) Board 
of Appeals al'fsnniott rise Una! rejection of 

n-s '-1 i t' 1' \ i "ii' 1 i i 1 i 

ser:a ! No 96,285, filed December 8, 19/0. to 'a drying method- 
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n by the examiner 
Pfluger ef d. 3,482,990 Dec. 9, 1969 
De George 3,253,420 May 31, 1966 
(application filed Feb. 3, 1%S) 
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temperature of less than 1 10°F. in claim 4. the Pfluger pau 
For hai reason appellants were held to .e Lund [ 
r to the Pfluger patent on the basis of deiwit* rmw o 
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filing date. In light „. 
appellants' refusal to file a Rale 204(c)' af- 
fidavit showing a date of invention prior to 
Pfl tiger's )%f> filing date, the examiner and 
ward 1 t , .ii-To be prior 

si II lair , 

and 38 and rejected the claims on that 
?asis." The board refused to hold that the 
rlairns were supported in the parent and 
swiss applications, '"for interference our- 
loses," under our decision in In re 
A'aymouth, 486 F 2d 1058. 1 79 Ei.SPQ 627 
CCPA 1973 mod onreh 489 F 2d 1297 
80 USPQ 453 (CCPA 1974). The board 
" "ailure to file a Rule 
led any attempt 



i grr./ec 



Win 



'erence and that 



which concerned the right to 
make acclaim for interference purposes in 
the application on appeal was therefore in- 
applicable to this case. 

Under Category II, the board affirmed 
the rejection of claims 6-10, 12-13, 17, and 
i || r 33 USC 132 for new matter. The 
board held that these claims, which were 
added to the instant application by amend- 
ment, were not supported in the original dis- 
closure for lack of a description of the claim- 
ed size of the ground foam particles, i.e.. "ar 
feast 0.25 mm." 

The Category III rejection was reversed 
by the board. 

In Category IV, claims 6-8, 11-20, and 
40-43 were rejected under §50.3 on the dis- 
closure of Pfluger 1963' carried forward to 



19 and 20) was suggested by Pfluger 
1 V63's disclosure of 0 I -0.3 ern/cc foam den- 
sity arid that Pfluger ! 963 teaches the use of 
foaming gases and concentrating the coffee 
extract "prior to foaming. The board found 
that the final product densities claimed 
would be inherent "in view of the same foam 
overrun density disclosed by Pfluger" and 
that Plluger's example I, which 'discloses 
breaking the frozen foam strands into 3/4" 
lengths (i.e.. "at least 0.25 mm") before dry- 
ing, would suggest the size of the ground 
loam particles claimed by appellants. 

Category V added De George to the §103 
rejection of claims 9, JO, 30, and 32-35. The 
hoard agreed with trie examiner that the 
temperatures, foam thicknesses, and belt 
lengths and speeds covered bv these c'aims 
are disclosed in De George^ and that it 
would be obvious to use !)c George's moving 
oelt apparatus in the Pfluger process. 

In Category VI claims 21-23 and 26-29 
were rejected jndei 5103 on Pfluger in view 
of the British patent, "which was relied on for 
its teaching of the concentration of coffee ex- 
tract by freezing to a solids content of 27 to 
28%. Pfluger was applied to the claims un- 
der the rational* employed i i Categor; IV. 

Category VII was the rejection of claims 
24 and 25 under § 103 on Pflueer, the British 
patent, and De George, which was relied on 
to show "the deposition of a coffee extract 
on a moving belt prior to grinding and freeze 
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density ranges of the copied claims were not 
;!evcr;bed u, thai application !r. rc Lund, 54 
OCPA 1361, 376 F.?d982. 153 USPQ 6 2 s f!%7) 
, Peebles I,. S oaten! No ?,S7^..iH-i. issued 
'"'y 28. 1959, was cited against claims 19 and 20 



id !> t u.ir i II, 
for ihc reasons of Category V, with reliance 
on Carpenter to show refrigeration of the 
belt by spraying refrigerant onto the bottom 
ol the heir instead of using De George's 
brine tanks 

Opinion 

The "Interference" 'Claims -- 7, 2. 4, 37, and 38 
rij The dispositive issue under this 
heading is whether appellants' parent and 
■Mv.'ss applications eoimdv wirh 55 f IXi. 



io show thai agglomerating fine driet 
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Appellant* have acknowledged 'las o 
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right of foreign P nor.t> in flams' Swiss 
application will antedate ftlugci 1%6 and 
remove it as prior art against ibe claims. 

!2J The only defect asserted below in 
appellants' parent and Swj&s application 
disclosures that covers all these claims is 
that the applications do not contain written 
descriptions of the solids content limitations 
of the concert i ex prii to foaming; 
i.e., ' L at leas; 35%" {claim 11 and "between 
35% and 60%" {claims 2, 4. 37. and 38) '■ 

[3} Appellants' parent and Swiss 
applications contain virtually idem tea! dis- 
closures on this ooiru Both disclose that die 
coffee extract initially produced by percola- 
tion of Mater through .ground roasted coffee 
is concentrated prior to foaming by suitable 
means until a 'concent i at ion of 25 to 60^ 
solid matter is reached. "* Examples m each 
disclose specific embodiments having solids 
contents of 36% and 50%. 

In our view, it is necessary to decide only 
whether the Swiss application complies with 
the description requirement of §1)2 with 
respect to the questioned limitations. I'here 
is no question that the instant application 
supports claims 1, 2, and A, which _ arc 
original claims in that application. 
Appellants and the solicitor urge us to 
decide this cast dete ining wl er th 
broad rule of In re Waymouth, supra, is still 
valid or must be disapproved Jn the interest 
o( judicial economy, we decline this entreaty 
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appellants invented processes including 
those limitations, in re Smvtbe., 480 F.2d 
1376, 1382, 178 USPQ 270, 284 (CCPA 
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"described" the s, 
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selection from the myriads of 
, i - In t ' encompassed by the broad 
disclosure, with no guide indicating oi 
(itrecting mat this part :cu iar selection 
should be made rather than any of the 
many others which could also be made. 
Appellants refer to 35 USC 1 12 as the 



make chlorpropamide We 
;nt unpersuasive for two i 
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wanting to make the compound in 
preference to others. Whiie we have no 
doubt a person so motivated would be 
enabled by rhr specification to make it. 
this is beside the point for the question is 
not whether he wouid be so coached bur 
■whether the specification discloses the 
compound to him. specifically, as 
something ppelia rail it nted 

We think ii does not Second, we doubt 
that the rejection is truer bused en section 
H2, nt least on die parts relied on by 
appellants II baser: on section 1 i it is on 
the requirement thereof that ''The 
specification shall contain a written 
description of (he invention " * *." 
IFmphasis ours , We have a specification 
\ i 1 d 'i n n 

l]Ut I n I *i 

desmbtd lhetein. J Does the specification 
convey clearly to those skilled in the art 
to whom it addi pd, in a th 
information that appellants invented that 
specific compound 5 

Broadly articulated rides arc particularly in- 
appropriate in thts area See, e a . In tc 
Smith. .59 CCPA 1025, 1033. 458 ibid 1389, 
1 ' t SPO - " 1 h 

t his court fell obiiaed to overrule a supposed 
"rule" of In re'Risse, 54 CCPA 149b. 

1 , I, i I t M i 2d I - 1 J ^ | , I 0>l » 1 

5 (1967; Mere comparison <>l ranges is nil 
enough, nor are mechanical rules a sub- 
stitute: for an analy; is of each case on its 
facts to determine whether an application 
conveys to those skilled in the art the infor- 
mation that the applicant invented the sub- 
ject matter of the claims In other words, we 
"must decide whether the invention 
appellants seek to protect liy their claims is 
pari of the invention teat appe'lants have 
described as ihars in the specification That 
what appellants claim as patentable to them 
is in than what they describe a.s their inven- 
tion is not coriciusivr if i heir spei bun- ion 
also reasonably describes that winch they do 
riaim inventions are constantly made 
which torn out not to be patentable, and 
applicants frequently discover during the 
course of oroseentton that only a part of 
what they invented ano nrnonaily claimed is 
patentable. As we said in a different context 
m lure Saunders., 58 CCPA i3!6. i air ■', i-t-i 
F2d 599, 607. 170 USPQ 7 i 3, 229 {!<>?!}• 

To rule otherwise wouid lei form triumph 
over substance, subsaantialh tditniuating 
the riijht of an applicant to -eireat to an 
otherwise: patentable species merely 
because he erroneously t nought he win 
first with the eenus wrier; he filed Cf. In 



re Ruff. 45 CCPA 1037. 1049, 256 F.2d 
590, 597, 118 USPQ 340, 347 (1958). 
Since toe patent taw provides for the 
amendment during prosecution of claims, 
as we i i as the specification supporting 
claims, 35 (JSC 132, it is clear that the 
reference to ''particularly pointing out 
and distinctly claiming die subject matter 
which the applicant regards as his inven- 
tion"' in die second paragrapu of 3:5 CSC 
i i r | h i I I t 




were, directed to subject matter which 
ciineiiaius had not reaarded as msrt o< 
their invention when the parent applica- 
tion was filed held not to prevent the con- 
tinuation application from receiving 
benefit o( parcrii 5s dare) 

[6j Claims 1 and 4 present little difficul- 
ty. Claim 1 recites a solids content range of 
"at least 35%," which reads literally orTerft- 

oci employ] d i at 

1 ' tl i i I i 1 i S ns 

application As in cases involving the 
enablement requirement of $112. e.g. fin re 
Arrnbruster. 512 F 2d 670. 185 USPQ 152 
(CCPA 197a), we are of the opinion that the 
PTO has the initial burden of presenting 
evidence or reasons why persons skilled in 
the art wouid not recognize in the disclosure 

C p 'm ! If \ 

reads on embodiments outside die scope ol 
the description, the PTO has satisfied its 

stowina th ' i'hr' nnp'ei ; ' . i d' - - a 'con- 
tent described, i.e . 60%, is inherent in "at 



least 35%/' as that limitation appears in 
claim ). Appellants have adduced no 




t u < i !r n Cioiito 539 

F.2d 397, 188 USPQ 645 (CCPA 1976), it is 
immaterial in ex parte prosecution whether 
the same or similar claims have been allow- 
ed to others 

[7] Claim 4 contains the additional 
limitations, relating to the "final product 
temperature" and the pressure ai which the 
frozen loam is vacuum freeze-dried. ol "less 



98 f„re p 

than 1 !0"F." and "less than 500 microns." 
' : Final product temperature," it appears, 
refers to the - vhieh so-called 

bound water ii driven off from the product 
by heating alter the vacuum drying phase 
has ended. We find no description of final 
product temperature in appellants' Swiss 
application. It is not disputed that 
appellants do not expressly disclose final 
product temperatures or this secondary dry- 
ing step. They again appeal, however, to the 
Pfluger patent disclosure and to an amend- 
ment entered in the application on appeal 
(not objected to as new matter by the ex- 
aminer) to show that final product 
temperatures are conventional in the art and 
need not tto I v Thf^merH- 

ment is clearly irrelevant since claim 4, an 
originally filed claim, is its own written 
description in the appealed application. Jr. 
re Gardner, 4?5 F.2d 1.389. 577 USPQ 396. 
rehearing denied, 480 F.2d 879. I'S USPQ 
149 (CCPA 1973). The issue is whether the 
Swiss applicati id: : * h r (aimed fit i 
product temperature., not whether the ins- 
tant application does so. The Pfiuger patent 
disclosure is also u l ail bie i ip pe )l I 
The Swiss application 'was: filed before 
Pfluger issued, which means that for the 
p r i''.< ' l ,'{ r disclosure is 

considered conventional at the time the 



Swiss apt,!,, • ... was 
F.2d 1228, 181 USPC 
Claims ! and 4, the: 



CCPA ! 



„ -192 



clearly claim a range within the describee 
broad range of 25% to 60% solids; the ques. 
tion is whether, on ike fad'., the PTO hat 
presented sufficient feasor, to doubt that tht 
broader described ranee also describes th< 



what n 
that there is no evidence 



. VVc 



e PTO docs biage 
" " i fact claim, 



any distinction, in terms ol the operabiiit 
appellants' process or of the achieving of any- 
desired result, between the claimed lower 
limit of solids content and that disclosed in. 
the Swiss application. We sec 



ticn of 3 paten lain: .See £ I I 

CCPA 1 367, M8F2d 942. 138 USPQ 28 (19631 

37 CFR 1.205(a). 
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practical distinction between broad generic 
chemical ompvmd inventions, for example, as 
in fn re Ruscbig. supra, in which each com- 
pound within the genus is a separate em- 
bodiment of tiie invention, and inventions 
tike that at bar, in which the range of solids 
content is but one of several process 
parameters What those skilled in the art 
would expect from using 34% solids content 
in the concentrated extract prior to foaming 
instead of 35% is a different matter from 
what those skilled in the art would expect 
from the next adjacent homolog of a com- 
pound whose properties are disclosed in the 
specification. We wish to make it clear that 
we are no; creating a rule applicable to ail 
description requirement cases involving 
ranges. Where it is clear, tor instance, thai 
the broad described range pertains to a 
different invention than the narrower (and 
subsumed; claimed range, then (he broadei 
range does not describe the narrower range. 
In re Baird, 52 CCPA 1747. 348 F.2d 974, 
146 USPQ ^"" ! 0965); In re Draeeer, 17 
CCPA 121". U0 F2d 5"2. 66 USFO 247 
(1945). 

[9] In ihe context of this invention, in 
I, g.iit of the description of the invention as 
f i t y'i £ id i ' i \ fl i t i mgt 
' ^ ' 'I d' e i -pi i,i t ,: d o t , u , 
of .36% and 50%, we are of the opinion that, 
as a factual matte;', persons skilled in the art 
would consider processes employing a 
.35-60% solids content range to be pa.rt of 
appellants' invention and would be led by 
the Swiss disclosure so to conclude. CI. In te 
Ruschig, supra. The PTO has done, nothing 
more than to argue lack of literal support, 
which is not enough. If lack of literal sup- 
poit alone were enough to support a reiec- 
ticn orid.-;,' U 12, ^hen the statement of In re 
Lukach, supra. 58 CCPA at 1235, 442 F 2d 
a; 969, ! 69 USPQ a »6. thai th« n vc. 
tion claimed does not have to be described 
in ipsis verbis in order to satisfy the descrip- 
'"" ~X)uirement of §112," is empty ver- 
The burden of showing ihat the 
claimed invention is not described in the 
specification rests on the PTO in the first in- 
stance, and it is up to the PTO to give 
reasons why a description not in ipsis verbis 

is insufficient. 

We conclude, therefore, that claims 2, 37, 
and 38 are entitled to the benefit of the filing 
date of appellants* Swiss application 

i r i i ] r i nd l'l 

and 103 against claims 2, .37, and 38,' the re- 
jection of those claims is reversed. The rejec- 
tonoicla.r d inn-d \\ t 

hied no affidavit under Rule 204(c) showing 
a dale of invention tor claims 1 and 4 prior 



, nas n, : C'Y\-2< H F 2d 5J« 
fl* USPQ 229 (1%3}, and nave no: 
,,',trd»!cd Pfldger a? to those claims under 
13 USC 119 and 520. 



!r ( h t ti \ 1 n i a . . * 1 1 1 

carried forward into the other claims 
aliened by this Hect«m. that the Iro/rn 
foam he ground "to a particle sw-c ot at least 
0.25 mm" before it is dried was doded to 
the instant application in violation o, J5 
| iSt 1 1 hi e I i ft r ] 01 

o?, m line hv the F'l'O that die applistaiion as 
ifofo did not describe this limitation. 1 hus, 

;L f , rv . ni , vh>:t we s:sid it! In re Bowen, 

' j i . f us v I I 4 ^ f ' F 



t thai 



ivihe : - 



The %ptc\iiv«uor, s r«u>, .i.im 
(emphasis ours): 

At Iht end of the Icoohngi belt the ox- 
tract is removed as a continuous rigid 

sheet winch may then be broken up into 
fragments suitable for grinding. 1 hese 
iv,;-.«,»r.tc ~,m v.- -'fimlih: be urour.d ti.. a 



describe as their invention processes in 
which particle size is '-at foast 0 25 mm,'' 
without upper limit, as delineated by the 
rejected claims. The rejection of claims 6-10, 
12-13, 17, and 26 under 35 USC 132 is 
reversed. 

The ''.Hon* Interference" Claim. -— ana 
tfO-'/J 

In the Examiner's Answer, appellants 
were granted the benefit of the - dstc or 
their Swiss application for claims 16-25, 
27-35, and 40-43. The examiner stated: 
"Claims 6-15 and 26, except for new matter, 
would otherwise be suppotted in the Swiss 
application. " Our reversal of the new matter 
rejection eliminates the basis for the ex- 
aminer s refusa give claii 15 a id 
the benefit of appellants' Swiss Ishng ctete 
r\i);;eliunts' oarent and Swiss applications 
contain the same disclosures concerning 
particle size as does she application on 
appeal, and we shall treat all the claims un- 
),,;;- ;h,s heading as entitiec the righ I 
foreign priority 'claimed by appellants. 

Our analysis of these claims will be 
broken down by the type of claim Involved, 
i.e., process, apparatus, and product, and 
not' as the board addressed them. In each 
discussion we will apply as prior art under 
§ 102(e) only those portions of the Pflugcr 
patent disclosure that were carried forward 
from the PI r 1 ipp cation Pfluger 
1963; throueh the two subsequent 
applications into the patent, as did the 



fragments t> , ' •'■/ >f - ; ' d 
oariicie size wl 

range 0.23 to 



tar implication of this disc 



, ......... the and I 7 depend: claim 18: claim 19 from 

which i ii iepends: an 'aim 2! ron 
which claims 22-29 depend. 

Pfluger 1963 contains the following dis- 
jtocess, the f; j 0 sure, which, in substance, is carried 
dried in the forward into the patent: 

I l r tl i l 111 

K * " covery that an. .aqueous aromatic liquid 

v : no frozen containing solids in suspension and solu- 
n ' ( j h< i ithout undergoing 

; ; ,j , hiss oi aromatic volatile* by a process 

m I t i u i 

- ,!■.-,- quid to a substantial overrun while 

s > invention. avoiding evaporation of said aqueous ii- 

, l,i ,u 1 1 ' ^ s t d "i ' i be w> i 
lured to the rut< t nnt v l - >fo i < T 
, .. hv ' 1 4 ,r 1 1 b' bfo said 

, b , , 1 f ,jv , j i J I oi o j, , t 

,, n u tne moisture o! the foam to least 

, l j r r r _ ti - it to a 

i' table n 
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In mam appli i ■ ud foam n • r i 
be considerably increased by concer 
t rating the solution at suspension to 
relatively nigh sclftis content urior to in 
corporation o! air or other c'as such a 
• it > s rr i ji t « i t t : 

then freezing the foam, preferably by con 
ducln e In i It i nr. r'a I i if 
it is essential m oraer'to prevent 'ass o 
volatiies to avoid anv evaporative i 
of the mater il t e t 
iuri ti t a nit p. A i n ^ h, 
freezing step evaporative cooling shouk 
'"it d t , t - s | -, j.,, , 

i Jpor ,ri iisl 
traduction to ?, solution or suspension ol 
dry ice, i.e., solid carbon dioxide in "a 
suitably ground or particulate form, 
vfotreby carboo dioxide gas , liberated 
upon subimnng of the 'dr'v fee" to cause 
foaming of the solution or suspension to 

■M K on; t c j 

nitrogen car. be introduced to the solution 
or suspension to cause freezing thereof in- 
cident to foaming the material The foam 
preferably has a high overrun wherebv 
r 1 ' i h lut.fon or ; ision i 
changed from above 1.0 gm./cc to 
between fi.i-0 5 gms/co 

Example I, the sole disclosed embodiment 
in which the foam density is given, shows 
foaming the extract to a density of 0 22 
gm/cc. 



Claims 19 and 20 r, 



a foam density of 
JoutOSg 



The examiner's position was that Pfiuger , 
disclosure of 0.5 gm/cc: as an upper density- 
limit suggests "about 0.6 gm/cc" as' the 
lower limit in rite processes of daims } 9 and 
20 "in the absence of a critical difference 
between them." We see no such suggestion. 
By preferring a high foam overrun, i.c 
lower rather than hufoier foam densities. 
Pfiuger 19i teach, iway from « i log 
higher foam densities than its disclosed' up- 
per limit of O.S gm/cc \ppe!Jams- "about 
0 6 gm/cc" lower limit is sufficiently precise 
to desrnbt fo i s s i t k em c c 
and thus outside the rat ge of foam d< is tic 
that persons of ordinary skill m the an 
would have been motivated to use by Pfiuger 
196.3 s disclosure of a preference for hfgh 
overrun teams no denser than 0.5 gm/cc 
The examiner's common about the lack of a 
showing of a critical difference is based on 
bis failure to appreciate that Pfiuger 1963 
teaches away from increasing foan: density 
The rejection of claims J 9 "and '20 under 
§103 is reversed 
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id claims 
■ PlTuger 



mpits 1 



offo 



i the 



o a i o 1,, 1" ' r 

( < i < ! r I a I. i. 

2^ mm. "Of course, the 



me clatmco range We appreciate the 
i - ' 499 1 ,1 

i297 182 I SPQ CCPA I 4 1 ,h 
cirscu,s ; or, in in re Orfeo. 38 CCPA 1123, 
440 F 2d 439, |69 USPQ 48? (1 971 }, to the 

i '.f I nx, 
ranges disclosed bv the -.trior art may h>- 
patentable ;i the aopl'feant tan show 
criticality in the ciaimed range by evidence 
ot unexpected results. The f-fctuvji h-'c 
are under §103, not §102, which requires its 
to consider appellant-,' argument that their 
invention and Pfiuger 's' disclosure are 
1 ' 1 ' 1 c and" that per- 

sons of ordinary skili in the an would not 
footi h.hi.gei 1 963 for a solution to the 
problem addressed by appellants. See In re 



[12] Appeii. 
The Boar 



thus 



regulating that densitv in any manner 
Neither doe, foe reference sugVrst 
appe-.tiatnt s q !q3 ,,\ E! „ ; .j n; „. m t , ' fo;irr; 
be/ore irecfc ore mg. 

One of ore;. nary skill in the art reading 
foe 1963 Pfiuger disclosure would have no 



inkling of the problem addressed: and 
solved by appellants; and one looking for 
ways to meet that probiem would have no 
occasion to consider Pillager or his ex- 



eiiai 



mobvio 



this 



In 



77 USPQ 381 (CC- 
While appellant? do disclose 
bulk density of their product 



the 



s addressed to the regulation of the bu 
density of the product, and the claims make 
10 express reference to such regulation. The 
m;v references in, aooe'lanti' 'disclosure to 
his alleged problem and its solution which 
ire apparent to us are (emphasis ours): 
After freeze-drying, the coffee extract is 
obtained in the form of a powder the den- 
sity of which is usually 0.2 to 0 3 gm/cc. 



Dryin 



the 



-a red 
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appellants assert, "fragments" the frozen 
foam prior to drying and ''grinds" the foam 
only after it has been dried. As indicated 
above, the sii-e of the fragments of frozen 
loam disclosed oy Pfluge r"l 963 is "at leasi 
0.25 mm.'' We do not think this difference 

M i j. i 1 i .. . a a n 

particles before and after drying are com- 
parable: it would have been obvious to 
reduce the size of the foam particles by 
suitable mechanical means, whether it be 
caiicd fragmenting or grinding, to the 
' i i d t i m h L inr'lHi 

after drying. Claim 1 1 differs only in its 
recitation of una! product particle size, 
which Pfluger 1963 shows is an obvious 
matter of choice for those of ordinary skill in 
the art, who know how large ground roasted 
coffee bean particles are The commercial 
motivation for making the particles this size 
is obvious Appellants have not argued the 
patentability separately from claim 6 of 
claims 9 and 10. which add temperature and 
loam thickness limitation* suggested bv 
Pftutrerand Dr Gc r ed ir ft i in 



Th 



thickness of foam layer as well as the densi- 
ty of thejtmm, are faeiors which have an im- 
portant infiutnee on the eolotu of the finish- 
ed product and should therefore be 
carefully controlled. 
The inadequacy ol this disclosure is evident. 
There is no mention of ngulating the final 
product density or of controlling solid:- corn- 
tent. We therefore see no" basis for 
depreciating Pfiisger as evidence of the scope 
and content of the prior art, as well as of the 
level of ordinary skill in this art, as 
appellants would have us do. Nor is there 
any factual basis for concluding that the 
ranges claimed by appellants are critical ir, 
themselves to their alleged inventive con- 
tribution. 

113] We find no error in the rejection un- 
der §10.3 of claims 6-14, 16. and 21-28, 
which recite no final product density^ The 
oiiiv oilference between claims 6. 12-14 and 
16 and the POuger 1963 disclosure upon 

r I j[ , t i h n 

(and which does not relate to solids content 
or foam density: is the step of "grinding the 
frozen foam to a particle size of at least 0.25 
mm" prior to freeze-drying,* Plluger 1963, 



I 1 \ i 1 s ! 

Plluger 196.3 discloses freezing in liquid 
nitrogen or liquid air, which would be in- 
stantaneous, or rapid freezing on a holt, and 
states further, "The foam may be frozen at a 
high or a more gradual rate wilhwt any ap- 
parent difference in the utility thereof insofar as 
freeze drying is concerned * * ♦." 
(Emphasis ours.) Appellants have not 
shown that or.ty their claimed freezing time 
produces coffee with a pleasant dark color. 
i bus, they have not overcome the prima 
facie case of obviousness made out bv 
Plluger 1963. 

!:, light of appellants' concession in the 
amendment in which they added claims 
37-30 thai freeze concentration was known 
m the art, the rejection of claims 21-23, and 
26-28 under Category VI. supra, becomes 
little more than a rejection on Pfiuger !%3 
alone. With the exception of freeze concern 
tratior which d o by the British pat- 
In - II 'I i IS 1 I Ol\ 
Appellants advance no arguments for the 
patentability of claim 21 different from those 



appellants do no- deny that the features add- and she record shows them to be known m the 
ed in claims 7, 12, 13, and U arc taught ;n the art. prior art. 
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we have already rejected For claim 6. Claim 
22 adds only a' recitation of the inert gases 
used in trie ft ich were known 

in the prior art. Claims 26-28 recite the par- 
ticle sizes of claims 6, \6> and 11, respective- 
ly'; these particle sizes are not sufficient to 
show unobviousness for the reasons: given 
supra Claim 23, which was also rejected 
uridet C siege VI -mi es tin f < ring tit if 
of claim 8. It is unpatentable tor the same 
reasons given for ciaim 8 sc;pra. 

Claims 24 and 25, to which Pfluger 1963, 
De George, and the British patent were 
applied under §103, call for the temperature 
and foam limitations already discussed un- 
der claims 9 and 10 supra. Temperature 
and foam thicknesses within the claimed 
ranges are disclosed by Pfluger 1963 in Ex- 
ample VI (freezins f«aro a; — W¥ on a 
belt and subsequently loading foam onto 
trays to a 1-inch (approx 25mm) depth for 
vacuum drying) Appellants do not allege 
that the ranges of claims 24 and 25 are 
critical. 

{15} Claims 17, 18, and 29, on the other 
hand, recite the bulk density of the final 
product made by each process in positive 
terms. The board dismissed these final 
product density limitations as being merely 
ispfineinher 



the f. 



and & 



ids 



;t forth in these claims. Although we found 
above that appellants' specification as filed 
does not disclose regulating product density 
by controlling the ;oam densitv and solids 
content in the process and that claims which 
failed to recite controlled product density 
could not rely on this feature to distinguish 
over the prior art under §103, these claims 
do require such regulation or control, by im- 
plication through "their express recitation of 
the density of the final product to be ob- 
tained from the processes they delimit. That 
persons skilled in the art may not know how 
to ensure the claimed final produc i densities 
from the specification is pertinent only to a 
rejection on the enablement requirement of 
§112, first paragraph, which is not before 
us, The only question here is whether the 
subject matter of claims 17. 18, and 29, the 
scope of which is unquestionably clear, is 
obvious under §1 03- 

[16] Plluger 1963 discloses no final 
product densities and contains no teaching 
particular final 



adverted to by the board can be gleaned 
only from appellants' disclosure, if 
anywhere, which may not be used against 
them as prior an absent some admission 
that matter disclosed in the specification is 



in the prior an. in re Kuehl. 475 F.2d 658, 
177 USPQ 250 (CCPA 1973); cf. In re 
Nomiva. 509 F.2d 566, 1 84 USPQ 607 (CC- 
PA 1 075). In the absence of disclosure of 
final product densities or how to achieve any 
desired densitv in the prior an applied by 
the PTQ to claims 17, 18. and 29, we cannot 
say that the subject matter of these claims 
would have been obvious to persons of or- 
dinary skill in the art 

The rejection of process claims 6-14, 16, 
and 21-28 is affiiined; trie rejection of claims 
17-20, and 29 is reversed. 
B. Apparatus Clams 30-35 
[17] The preamble of independent claim 
30, carried forward into claims 31-35, recites 
•hat the apparatus is "for carrying out the 

, t i a \pj ll tits in n i f 
this oreamble gives "life and meaning" .to 
the "claims, serving to define I he in- 
terrelationship of the mechanical elements 
recited In the body of the claims. This argu- 
ment appears to be based on Kropa v. 
Robie, 38 CCPA 85H. 187 F 2d 150. S8 
USPQ 478 (1951), the classic case in this 
court on the construction of claim 
preambles. In Kropa the court surveyed 
l-nor cases and said 38 CCPA at 861. 187 
P. 2d at 152. 88 USPQ at 480-81 1 

jljt appears that the preamble has been 
denied the effect of a limitation where the 
ciairn or count was drawn io a structure 
and the portion of the claim following the 
preamble was a sell-contained description 
of the structure not depending for com- 
pleteness upon the introductory clause 
* v ». Jn those cases the claim or count 
apart from the introductory clause com- 
pletely defined the subject matter, and the 
preamble merely stated a purpose or in- 
tended use of that subject matter. 

While we do not subscribe to the broad 
proposition that process limitations can 
never serve to d>sme;ii=,h the subject matter 
of apparatus claims from the prior art, we 
fail io see how the general process 
parameters of claim 6 require an arrange- 
ment of the apparatus means recited in 
claims 30-35 mere specific than that set 
forth in the body of each claim. In no claim 
is the preamble relied on to provide an 
antecedent basis for terms in the body. See 
In re Higbee. 52.7 f.2d 1405, 188 USPQ 488 
(CCPA 1976). The context of each invention 
is clear without reference to claim 6, unlike 
the situation in Kropa. supra, in which the 
preamble "An abrasive article" was the only 
portion of the claim defining the 
relationship of the components recited, in the 
bodv o! the claim; the court said. "The term 
calls forth a distinct relationship between 
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the proportions ol grain and resin com- 
prisine the article " 38 CCPA at 862, 187 
f.2d at 152, 88 USPQ. at 481. 

[18 j Appellants do not argue: the paten- 
tability of claims 32-3 5 .separately from 
claim 30 sn< 1 t-penter dis 

he leai i ' - i We I i ' 
that the teachings of Pflugei and De George 
(and Carpenter on claim 3 I ) show that trie 
subject matter of claims 30-35 would have 
h;:cn obvious to persons of ordinary skill in 
the art. These references are to be viewed for 
what they disclose in their entireties and not 
merely for their inventive contributions to 
the an. in re Ogiue. 517 F.2rf 1382, 1387, 
186 USPQ 227, 232 (CCPA 5975). 

Pfluger 1963, in a portion carried forward 
to the patent, discloses the following: 



Adv.: 



•ousiy. 



foil 



ithet 



teachings of the pres 
vacuum" freeze drying application or in an 
atmospheric freeze drying application, 
the frozen foamy mass may be arranged 
for either batch or continuous processing 
in any one of a variety of conventional 
plant handling applications. Thus, the 
foamy mass can be readily transferred 
from one food handling station to 
another, deposited in trays or continuous 
belts, superimposed on one another or 
otherwise conventionally located in the 
vicinity of the freeze drying influences. In 
the case of a typical freeze drying operation 
the foams may be frozen and deposited 
onto trays stacked one above the other on a 
suitable heat transfer su/face in a vacuum 
chamber. In the case of an atmospheric 
freeze drying application the foams can be 
stacked one upon the other upon a 
foraminous drying member permitting: 
the circulation of the drying medium, e.g. 
dry air, helium or nitrogen. Throughout 
all of such freeze drying applications it is 
imperative that the temperature of the 
foamy mass be maintained below the 
cutectic point of the material while drying 
to assure thai the loam stays in a substan- 
tially solid or frozen state as distinguished 
from a melted or semi-liquid state, 
dehydration of the mass being achieved 
by a process of sublimation as dis- 
tinguished from one of evaporation. Such 
conditions should be followed at least un- 
til the moisture content of the foamy mass 
has been substantially reduced to a point 
where it has lost at least a majority of its 
moisture and preferably is superficially 
dry to the touch, i.e. in the neighborhood 
of 10-20% moisture by weight 

Example VI of Pfluger 1963, which is 
carried forward as Example III of the 
Pfluger patent, shows heat controlling the 
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vacuum chamber to assure a product 
temperature below — 10°F. (De George 
teaches that the melting point of a 28% 
solids content extract 'is about 27°F., 
whereas the eutcctfr temperature is constant 
regardless of concentration at about 
~!3.5°Fj De George discloses the use of 
endless belts, low speeds, and refrigerating 
means and appellants, while arguing that 
De George treats the handling of solid slabs 
of frozen extract on refrigeration belts and 
not frozen foamed extracts, do not and can- 
not deny that De George discloses ap- 
paratus that persons of ordinary skill in the 
art would have deemed suitable for handling 
foams in the manner shown by Pfluger. 
Appellants also contend that neither 
reference discloses the "spreading device'" 
recited tr. the claims, Pfluger i 963 showing 
only the application of 1/8 diameter ribbons 
of foam through a nozzle to stationary freeze 
drying trays. The reference in the portion of 
Pfluger 1963 quoted supra to the deposition 
"the foam on the belts is ample suggestion, 



r opm 



that 



t be 



employed to apDly the foamy mass to the 
continuous belt's.' The term '-spreading 
device" is not defined in any special Way by 
appellants and is broad enough to be the 
means for applying the foam ro the belt 
suggested by Pfluger The rejection of 
claims 30-35 is affirmed. 

C. Product Claims 15 and 40-43 
[19] These claims are cast in product- 
by-process form. Although appellants 
argue, successfully we have Found, that the 
Pfluger 1963 disclosure does not suggest the 
control of bulk density afforded by 
appellants' process, the patentability of the 
products defined by the claims, rather than 
the processes for making them, is what we 
must gauge in light of the prior art. See In re 
Bridgeford, 53 CCPA ! 182. 357 F.2d 679, 
149 USPQ 55 (1966). Each of these claims 
defines a freezc-dned instant coffee product 
made by processes which, appellants have 
contended with respect to their process 
claims, produce, by virtue of the foam densi- 
ty and solids content ranges taught by 
appellants, products having a bulk density 
comparable to spray-dried instant coffee, 
i.e., 0.2-0.3 gm/cc as indicated in 
appellants' specification. The solids content 
and foam density ranges disclosed by 
Pfluger 1963 overlap those of appellants, 
and, it appears, the Pfluger process usine 
solids contents and foam densities overlap- 
ping those of appellants will produce instant 
coffee which is indistinguishable from 
appellants' products There is no evidence 
showing that Pfiuger's product prepared, for 
example, using an extract of 30% solids con- 
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matter completely disclosed by Pfluger 
1963, complete disclosure in the prior art 
being the epiiome of obviousness. In re 
Pearson. 494 F.2d 1399, ;8! USPQ 641 
(CCPA 1974), The rejection of these 
product claims under §103 on Pfluger' is- af- 
firmed. 



t: by weight of an aromatic condensate n ti- 
ed by stripping of roast and ground coffee 
i. A process according ,o claim 13 in which 
ondf-soir is incoepora 'fd m said powder?:;; 



claims 3, 5, 36, and 39 The decision of the 
board is affirmed as to claims !, 4. 6-16, 
21-28. 3(1-35. and 40-43. and is reversed as 
to claims 2, 17-20, 29, 37. and 36 



3. The process of claim 2 wherein the concen- 
trated extract is foamed to an overrun densitv of 
be. ween 0 I to 0 ' dryo 

4. The process of claim 2 wherein the frozen 
foam is vacuum frecze-dried at a pressure of Jess 
than 500 microns and a final product temperature 

s"Vhe process of claim 3 wherein the frozen 
foam is vacuum freeze-dried at a pressure of less 
than 500 microns and a final product temperature 
of less than 110*0 

7, A process according 1.0 Claim 6 in which said 
inert gas is at least one of the following gases, 
namety carbon dioxide, nitrous oxide and 
nitrogen 

8 A process according to claim f> in which the 
foam is frozen during ' m 25 minutes 

<>. A process act ordir.g to claim 6 in wlm h tlir 
foarn >s frozen on a moving brit which is cooled in 
a temperature between . ' 12 and 70"C 

10. A process according to rianr. 6 wherein rhe 
foam is spread on the beh at a layer thickness of 
10 to 40 mm. 



ctlv grouped them v 
■ §Hi3 C , 



„pn 



do 



no •.; 



because of failure of the FIX) f. 
for IP acior, undei 35 USC 132, and we find the 
explanations «iver, by ihe examiner and board 
with respect to c ; aim; 4(M3 re have been | eit aJ!v 
ample : nrler V U2 Cf In re C.usrafson, : : i C - C PA 
1358, 331 F2d 905, 141 USPQ 585 (1964) 



Free 



cane ir 



•aicd aqueous extr Aft cf roast coffee having a 
solids content of about 25% to about 60% to 
provide a foam, freezing the foam to a solid mass, 
redm ing On Irozen ream to panicles bavins; a size 
of about 0 25 to 2.0 mm and freeze drying the 
frozen particles, roe amoum of inert, gas added to 
the itqerou- extract be. rig sufficient to provide a 
freeze dnec extract having a density between 

1 »■ . t i p n ig a powdered coffee ex- 



' 1 « as 



tract to a solid mass, grinding the frozen foam to 
an average particle size of 0 1 to 0 a mm. freeze 
drying the ground panicles to provide a finely 
powdered roliee extract, and agglomerating the 
finely powdered coffee extract. 

20 Process according to claim 1 9. in which the 
powdered extract is agipomeraied to provide an 
agglomerate having a density <.a about 0 2 to 0.3 
gm/cc 

2! Process for preparing a powdered coffee ex- 
riai t winch comprises inc reasing the soluble 
t i n of an aquei ract of roast 

ground coffee to about 255s _.. 50% be freeze eon- 



provide a foam hay 
i 0,4 and 0 8 gm/cc 



cemration, separating the 
from ice ervsrals, adding an 




















nxide. nitrous oxic 


2 * r r. 
" '- r- 

foarr. is frr 


cess according to c 
rzen during 7 to 
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In re Wcrlhtum 



0 23 a 



cess according to c!a;m 21 > 
m is ground before freeze . 
zt of at leaM 0.25 mm 
cess according to claim 26 i) 
rn is ground to a particle s; 



28 Process according tt 
frozen team is ground "be; 
par;:!.;!- size approximated equal 
-aid ground eoi'fee. 

29 Process according 



wiaxh the 



ic cording to claim 21 

lefore freeze drying to , 



i demsi 



rh( in for ( ing it . n t idr:s 

l;;y o! sprinklers disposed ;o spray ih 
eran! omo the underside oi the beit 
An apparatus according to -< >> i. 



2 CCPA 1473. 34, 



s according to claim 30 also 
for fragmenting and milling 

claim 30 in 
to 25 metres 
to move said 



pnsratus aecordjot; to 
rngtb oi said belt is 15 
«»S means is adapted 

LI- S P . - 1 ,,! .,i„,Ui H : 1 



) 30 in 
o be maintained 



Hie process ol claim 2 wherein the cuticcn- 
trarcd {506 J extract is foamed to an overrun den- 
sity oi between 0.4 to 0.8 gm/cc. 
38. T k - - •" ->-' - -> * 



der accord, n 



tanks 



practice in their parent and foreign 
applications ol speciric embodiments dis- 
closing concentrating to 50% and 30% tota! 
scuds and by a broader disclosure of "?5 to 

60%." 

Although the rejection of claim 1 arises in 
; hc l r > t , I, j t i i Kl t r an „ 

tier t ^ K - reiei ton < c iea'K art er 53 
USC 102(a) or ie) and not under Rule 
204 ioj, 37 CFR i. 2.04 b: J. Even ,1 the rejec- 
tion were under that rule, the substance of 

tht tulr i t I, | I, „ j t , j „ „ 

io establish 'a prima facie case tor a judg- 
ment of priority against P.'tuger 1966 woufd 
' - 1 ' ' no, , , - 

ciaim I in appellants' parent and foreign 
applications, [fur.1 v. Trepp.schuh. 523 F 2d 
1386, IIP USPQ C " p\ = 1, , 1M 
v Okamoto, SIS F 2d 610. 186 USPQ 97 
(CCPA 1975}. ** 

The majority cites In re 'Gemassmrr 51 
CCPA 726, 3)9 F.2d 
(1963). to support its t 
suffices to note that Ge 



39 13s' t.SPO 229 
cision on dam. 1. it 



{ c 



e dec; 



n clam 



Baldwin. Judge, concurring in part and 
dissenting m part. 

I agree with Judge Millet's treatment of 
claims 17-20 and 29. Otherwise, I join the 
majority opinion. 

Miller, Judge, dtssemine in part and con- 
curring in par; 

I dissent on claim i The error of the ma- 
jority in affirming the rejection stems from a 



f II I i nr i 

temperature and a secondan 
and, therefore, fail even as ; 
reduction to practice of the invent 

I concur also in the decision on da 
and 20, but J do not find it necess 
hold. as the majority implicitly docs 
"about 0.6" gm/cc excludes 0.5 gm/u ..... 
closed in the reference as the upper limit of 
' *<•'■•■ a ' M'irr \J r in I is or 

vious from the reference thai the process 
would work at a higher density than 0 S, 



ippiications 
it product 
heating step 



rial 



• . < o. M>d 



although inferior results might be expected. 
My concurrent:!: rcs'.s or. the requirement of 
claims l l ) and 20 of a specific sequence of 
steps not suggested by the ;>Hor art, namely; 
providing a high density of about 0.6 to 
about 0.8 gm/cc. grinding to a fine particle 
size prior to freeze drying, "freeze drying, and 
finally agglomerating the line particles into 
larger particles This achieves a "highly 
coloured product of regular particle size." 
There is no suggestion in the prior art of 
deliberately grinding to a fine size and then 
agglomerating to a larger size. 

' I dissent on claims 1?" IS, and 29, because 
there is at least a prima facie relationship 
between product and foam densities. The 
board noted this by stating thai "the freeze 
dried density of the coffee would be inherent 
in view of the same rantte of foam overrun 
density discard by PflugerT Since the 
foam densities and other conditions disclos- 
ed by Pfluger for the process claimed are ap- 
proximately the same, appellants should be 
required either to show that the reference 
does not achieve the same product densities 
or r« establish crmcaltly Since they have 
not done so, ! would affirm the rejection of 
claims 17, 18, and 29, 
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and Appeal Board, but applicant's election 
to have all further proceedings conducted by- 
way of civil action in federal district court 
altered procedure. 

2. Revised Statutes 4915 suits {35 U.S.C, 
145) — Trademarks (§59.20) 



145) 

Revised Statues 4915 suits (35 U.S. 
145) — Weight given decision bfii 
reviewed (§59.30) 

li U.S.C, 1071(b) proceedings are n 
trictly de novo; frderai district court is n 
otailv free to disregard all that happeni 
adore Trademark Trial and Appeal "Boar 



iiilat 



"dings; 



i.S.C. 



are designed 

to auow litigants to produce new evidence, 
bin federal district court is not free to sub- 
stitute its judgment on questions of fact, 
such as likelihood of confusion, unless new 
evidence is adduced that is sufficient to 
produce thorough conviction to contrary of 
board's decision, 

3, Pleading and practice in courts 

Motions — For summary judgment 
- In general (§53.6331) 

Revised Statutes 4915 suits (35 U.S.C. 
145) — Pleading and practice 
(§59.10} 

Revised Statutes 4915 suits (35 U.S.C. 
145) — Trademarks (§59.20) 

Revised Statutes 4915 suits (35 U.S.C. 
145) — Trial de novo (§59.25) 



District Court, N. D. Illinois, E. Div. 

Standard Pressed Steei Co, 
v. Midwest Chrome Process Company 
No. 74 C 2781 Decided July 29, 1976 

TRADEMARKS 

1. Court of Customs and Patent Appeals 
— Contrasted with R. S. 4915 suits 
(§28.10) 

Revised Statutes 4915 suits (35 U.S.C, 
145) — Trademarks (§59.20) 

Court of Customs and Patent Appeals 
would havt dt ide i oppose e.al or 

evidence produced before Trademark Trial 



a lor summary 



< if it 



'ared li 



issoe oi material fact, il opposcr 
needed additional time to. conduct discovery 
and produce additional evidence; court wij'l 
enter appropriate judgment if applicant can 
establish that there is no genuine issue of 
material fact remaining lor traal and it is en- 
titled to judgment as matter of law. 



